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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
September 4, 2009 has been entered. 

2. As directed by the amendment, claims 1 -26, 28, 32, 34 and 36-38 are cancelled 
and claims 27, 29-31 , 33 and 35 have been amended. No new claims have been 
added; thus 27, 29-31, 33 and 35 are pending in this application. 

Drawings 

3. The drawings are objected to because reference character "17" in figure 8 should 
be characterized as reference character "18". Corrected drawing sheets in compliance 
with 37 CFR 1 .121(d) are required in reply to the Office action to avoid abandonment of 
the application. Any amended replacement drawing sheet should include all of the 
figures appearing on the immediate prior version of the sheet, even if only one figure is 
being amended. The figure or figure number of an amended drawing should not be 
labeled as "amended." If a drawing figure is to be canceled, the appropriate figure must 
be removed from the replacement sheet, and where necessary, the remaining figures 
must be renumbered and appropriate changes made to the brief description of the 
several views of the drawings for consistency. Additional replacement sheets may be 
necessary to show the renumbering of the remaining figures. Each drawing sheet 
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submitted after the filing date of an application must be labeled in the top margin as 
either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121 (d). If the 
changes are not accepted by the examiner, the applicant will be notified and informed of 
any required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 

Specification 

4. The disclosure is objected to because of the following informalities: the 
amendment to claim 27 introduces new matter. 

5. The amendment filed September 4, 2009 is objected to under 35 U.S.C. 132(a) 
because it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: The 
specification, as originally filed, provides for a disclosure for forming a silicone rubber 
condom (see: page 30, last paragraph). However, it does not reasonably provide for a 
condom made from a silicone rubber "having hardness of at least D2240, tensile 
strength of at least D412, and tear strength of at least D624, wherein said condom is 
one hundred percent impermeable to the human immunodeficiency virus". 

Applicant is required to cancel the new matter in the reply to this Office Action. 
Claim Rejections - 35 USC §112- New Matter 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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7. Claims 27, 29-31, 33, and 35 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

The specification, as originally filed, provides for a disclosure for forming a 
silicone rubber condom (see: page 30, last paragraph). However, it does not 
reasonably provide for a condom made from a silicone rubber "having hardness of at 
least D2240, tensile strength of at least D412, and tear strength of at least D624, 
wherein said condom is one hundred percent impermeable to the human 
immunodeficiency virus." 

Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 27 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fergus (5,398,699) in view of Meadows (4,798,600). 

Regarding claims 27 &29-30, Fergus teaches condom comprising a tubular body 
(10) with a closed distal end (16) and an open proximal end (14), where the tubular 
body (10) defines a cavity (inside 10), where the cavity (inside 10) is capable of 
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accepting a penis (col. 2, lines 38-43), where the tubular body (10) has a thickness and 
the condom is made from silicone rubber (col.2, lines 1-3 and claims 2 and 7) and the 
condom is used to prevent the spread of diseases. See: col. 1, lines 12-15; col. 2, lines 
1 -29; claims 2 and 7 and figure 1 . 

However, Fergus lacks the thickness of 0.04 inches or greater of the tubular 
member, the specific hardness, tensile strength, and tear strength of the silicone rubber, 
and the condom being one hundred percent impermeable to the human 
immunodeficiency virus. 

Meadows teaches a condom with a high degree of protection against disease 
and pregnancy comprising tubular body (12) with a closed distal end and an open 
proximal end (figurel ), where the tubular body defines a cavity (inside 12), where the 
cavity is capable of accepting a penis (figure 2), where the tubular body has a thickness 
greater than the thickness greater than normally employed in conventional condoms 
(col. 4, lines 34-50), where the walls of the condom are made from a material that is 
elastic), and a ring or collar (22), where the ring or collar is directly connected to the 
tubular body at the open proximal end (figures 1-4). See: col. 1, lines 7-12 and col. 4, 
lines 36-50. 

Meadows also discloses a tubular member with a thickness of at least 0.025 
centimeters and suggests using a thickness of material much greater than normally 
employed. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the silicone rubber condom disclosed by Fergus 
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by using a thickness of material much greater than normally employed, as taught by 
Meadows, in order to obtain a strong condom that that can be worn without being taught 
around the penis shaft, thereby allowing for a larger range of erotic stimulation. 

It is the examiners position that a thickness of greater than 0.025 centimeters 
encompasses those claimed; however, even if applicant disagrees, it has been well 
established that the optimization of proportions in a prior art device is a design 
consideration within the skill of the art, particularly given the teachings of Meadow. 

Regarding the hardness, tensile strength, and tear strength claimed, it is the 
examiners position that these characteristics are inherent properties of the silicone 
rubber material used. Since, silicone rubber is the material claimed, and the 
specification provides for no specific type of silicone rubber (see: page 30, last 
paragraph of specification) and Fergus teaches and claims forming a condom made 
from silicone rubber, it is reasonable to expect the silicone rubber of Fergus to have the 
same hardness, tensile strength, and tear strength claimed. 

Regarding the condom being 100% impermeable to the HIV, Fergus teaches 
both references teach using condoms to prevent or protect against the spread of 
sexually transmitted diseases and again, this is a property of the material used and 
Fergus discloses condoms made from silicone rubber. 

Regarding applicant's recitation of the condom being reusable, this recitation has 
not been given patentable weight because the recitation occurs in the preamble. A 
preamble is generally not accorded any patentable weight where it merely recites the 
purpose of a process or the intended use of a structure, and where the body of the 
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claim does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 
USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 
(CCPA 1 951 ). However, if it were given patentable weight, the condoms of both 
references are "reusable" as they are both capable of being reused. 
10. Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fergus 
(5,398,699) in view of Meadows (4,798,600) and further in view of Lash (4,867,176). 

The combined references disclose all the limitations of claims 30, except the 
diameter of the tubular body, when traveling from the proximal end to the distal end, first 
decreases, then increases, and then decreases thereby providing a tapered section 
near the proximal end, whereby a passive sexual partner can retain the condom within 
his or her orifice by means of muscle contraction about the tapered section. 

Lash teaches a tubular body with a diameter of the tubular body, when traveling 
from the proximal end to the distal end, first decreases, then increases, and then 
decreases thereby providing a tapered section near the proximal end, whereby a 
passive sexual partner can retain the condom within his or her orifice by means of 
muscle contraction about the tapered section. See: col. 2, lines 43-49 and figures 5 & 6. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the shape of the tubular device disclosed by the 
combined references to have a shape that aids in retention of the condom after 
insertion, as taught by Lash, in order to provide a condom with a shape that maintains 
the condom in the vagina during intercourse. 
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1 1 . Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fergus 
(5,398,699) in view of Meadows (4,798,600) and further in view of Hogin (4,354,494). 

Fergus and Meadows teach a ring or collar integrally formed as part of the 
tubular body at the open proximal end, and Fergus teaches a scrotum retaining section 
(20); however, the references lack the specific teaching of a scrotum strap, where the 
scrotum strap is integrally formed as part of a ring or collar, where the scrotum strap is 
capable of being stretched around the scrotum of a male user as claimed in claim 32. 

Hogin teaches a tubular member (10) with a scrotum strap (20), where the 
scrotum strap is integrally formed with the periphery of the proximal end of the condom 
and where the scrotum strap is capable of being stretched around the scrotum of a male 
user (figure 1). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the ring member on the tubular member disclosed 
by the combined references by integrating a scrotum strap, as taught by Hogin, in order 
to provide a user with a condom that would not slip off during intercourse. 

12. Claims 33 and 35 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Fergus (5,398,699) in view of Meadows (4,798,600) and further in view of Park et 
al., (4,972,849). 

Regarding claim 33, the combined references discloses a condom with all the 
limitations of claim 33, except an inner wall, where the inner wall and tubular body 
define a reservoir, where the reservoir is located at the distal end of the condom, where 
the inner wall is a circumferential piece of the condom with an opening in the middle, 
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where the inner wall is funneled toward the distal end of the condom whereby, when 
semen is ejaculated into the reservoir, the funneled direction of the inner wall serves to 
trap at least a portion of the semen within the reservoir. 

Park teaches a tubular member condom having an inner wall (figure 7) where the 
inner wall and tubular body define a reservoir (6), where the reservoir is located at the 
distal end of the condom (tip), where the inner wall is a circumferential piece (7) of the 
condom with an opening in the middle, where the inner wall is funneled (it is tapered) 
toward the distal end of the condom whereby, when semen is ejaculated into the 
reservoir, the funneled direction of the inner wall serves to trap at least a portion of the 
semen within the reservoir. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the distal end of the tubular condom disclosed by 
the combined references by using a the reservoir, as taught by Park, in or the to obtain 
a condom that discourages premature ejaculation while simultaneously keeps the bodily 
fluids away from the shaft of the penis. 

Regarding claim 35, Park teaches a sponge (col. 3, lines 46-53) capable of 
absorbing fluids, whereby said sponge (2) is capable of absorbing bodily fluids propelled 
into the reservoir (6) thereby further trapping at least a portion of the semen within the 
reservoir. See: figure 7. 

Response to Arguments 

13. Applicant's arguments with respect to claims 27-38 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Response to Declaration 

14. The Declaration under 37 CFR 1.132 filed by Daniel Resnic and ten exhibits filed 
therewith have been fully considered; however, they are insufficient to overcome the 
rejection of claims 27, 29-31 , 33, and 35 based upon the newly found and applied 
reference to Fergus (5,398,699) which clearly discloses silicone rubber condoms. 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Johnson (4,971,071); Alia et al (5,992,415); and Harmon 
(4,869,723) all teach condoms formed with silicone rubber. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CLINTON OSTRUP whose telephone number is 
(571 )272-5559. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Justine Yu can be reached on (571 ) 272-4835. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Clinton Ostrup/ 
Examiner, Art Unit 3771 

/Justine R Yu/ 

Supervisory Patent Examiner, Art Unit 3771 



